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REMARKS 

Claims 17, 18, and 22-33 are pending in the present Application. No Claims have been 
withdrawn, Claims 1-16, 19-21, and 34-39 have been cancelled, no Claims have been amended, 
and no Claims have been added, leaving Claims 17, 18, and 22-33 for consideration upon entry 
of the present Amendment. 

Reconsideration and allowance of the claims are respectfully requested in view of the 
above amendments and the following remarks. 

Claim Rejections Under 35 U.S.C. § 112, First Paragraph 

Claims 17, 18, and 22-33 stand rejected under 35 U.S.C. § 112, first paragraph, as 
containing subject matter which was not described in the Specification in such a way as to 
reasonably convey to one skilled in relevant art that the inventors, at the time the application was 
filed, had possession of the claimed invention. In particular the Examiner has rejected the claims 
because allegedly the original application as filed fails to teach that use of 2.5 to 4 wt% of 
polysalicylate yields less than or equal to 20 mol% uncapped hydroxyl end groups. Applicants 
respectfully traverse this rejection. 

As indicated by the Examiner, the specification must describe the claimed subject matter 
in such a way as to reasonably convey to one skilled in the art that the inventors had possession 
of the claimed invention. Applicants respectfully assert that this standard has been met by the 
application as filed. In paragraph [0013] of the application as filed the specification states: 

[0013] For the most part, it is desirable for all hydoxyl end groups on the 
poly(arylene ether) to be capped. However, it is possible to employ poly(arylene 
ether) in which a portion of the hydroxyl end groups remain uncapped. The amount 
of uncapped hydroxyl end groups is less than or equal to about 20 mol%, preferably 
less than or equal to about 10 mol% and more preferably less than or equal to about 2 
mol%, based on the total number of moles of endgroups. 

The specification only discloses amounts of capping agents in the Examples. It would be logical 
to one of skill in the art that the amount of capping agents recited in the Examples would at least 
meet the broadest limitation for uncapped hydroxyl end groups. In other words, one of ordinary 
skill in the art would appreciate that the amount of capping agents used in the Examples would 
yield a poly(arylene ether) that had less than or equal to 20 mol% uncapped poly(arylene ether). 
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Applicants respectfully assert that the claims merely make explicit that which was already 
implicit in the application. 

The Examiner has also rejected the claims for allegedly not enabling the recited amounts 
of poly(arylene ether) found in Claims 17 and 32. Applicants again must disagree. 

As a first matter, the Examiner has, in several locations in the office action, indicated that 
Claim 17 does not recite an amount of poly(arylene ether). Applicants disagree and note that 
Claim 17 clearly requires that the poly(arylene ether) having aromatic ester end groups is present 
in an amount greater than 15 weight percent based on the total weight of the composition. The 
Examiner then goes on to assert that, given the teachings of U.S. Patent No. 4,760,1 18 to White, 
it would require undue experimentation to yield a composition having less than or 20 mol% of 
uncapped poly(arylene ether) in the presence of 50 weight percent polystyrene. 

Clarification of the differences between the Examples of White and the pending claims is 
in order. Examples 1 and 2 of White were performed in a laboratory melt/slurry reaction, not an 
extruder. Examples 3 and 4 of White were performed in an extruder. A comparison of Example 
3 using 6% linear polysalicylate and Example 1 using 6% of linear polysalicylate shows that melt 
capping reactions of poly(arylene ether) alone are more effective in an extruder than in the 
laboratory melt/slurry method. There is no such comparative data in White for capping in an 
extruder in the presence of polystyrene. Thus the data of White’s Example 2 cannot be used as 
evidence in support of undue experimentation. Further, Applicants assert that the data present in 
the Examples is more than adequate to support and enable the claims. The data of the Examples 
uses tensile strength retention after heat aging to demonstrate the effectiveness of capping. The 
paired data (uncapped and capped) shows better retention of tensile strength for the claimed 
composition compared to a composition prepared in the absence of a capping agent. The 
pending claims are fully enabled. Reconsideration and withdrawal of these rejections are 
respectfully requested. 

Claim Rejections Under 35 U.S.C. § 103(a) 

Claims 17, 18, and 22-33 stand rejected under 35 U.S.C. § 103(a), as allegedly 
unpatentable over U.S. Patent No. 4,760,118 to White et al. in view of U.S. Patent Publication 
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No. 2003/0130403 to Geprags et al., U.S. Patent No. 6,872,777 to Adedeji et al., and/or U.S. 
Patent No. 4,654,405 to Jalbert et al. Applicants respectfully traverse this rejection. 

Applicants respectfully point out, as discussed above, that the data of White regarding 
capping in the presence of an additional component, is laboratory bench top data, not extruder 
data. This data would discourage a man of ordinary skill in the art from capping in the presence 
of an additional component. Applicants respectfully note that Comparative Examples 7 and 8 of 
the pending application, which use high impact polystyrene (HIPS) concur with teachings of 
White. However, Example 10, which uses SEBS, has markedly different retention of tensile 
strength after aging. There is simply no suggestion in the prior art cited by the Examiner that 
melt capping poly(arylene ether) in an extruder in the presence of a component selected from the 
group consisting of impact modifier, reinforcing filler, flame retardant and combinations of two 
or more of the foregoing would be as successful as demonstrated in the Examples. 

Reconsideration and withdrawal of this rejection are respectfully requested. 
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It is believed that the foregoing amendments and remarks fully comply with the Office 
Action and that the claims herein should now be allowable to Applicants. Accordingly, 
reconsideration and withdrawal of the objection(s) and rejection(s) and allowance of the case are 
respectfully requested. 

If there are any additional charges with respect to this Amendment or otherwise, please 
charge them to Deposit Account No. 06-1130. 

Respectfully submitted, 

CANTOR COLBURN LLP 
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